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DETAILED ACTION 

1. Claims 1-60 have been examined. Application 10/021,102 (SYSTEM AND 
METHOD TO PROVIDE FINANCIAL REWARDS AND OTHER INCENTIVES TO 
USERS OF PERSONAL TRANSACTION DEVICES) has a filing date 12/05/2001 and 
Claims Priority from Provisional Application 60254382 (12/07/2000). 

Response to Amendment 

> 

2. In response to Non Final Rejection filed 03/22/2007, the Applicant filed an 
Amendment on 06/20/2007, which amended claims 1, 19, 31 and 43. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-14, 18-26, 30-38, 42-56 and 60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Johnson (US 6,999,943) in view of Arent (US 6,018,724). 
Claims 1 , 19,31 and 43, Johnson teaches: 
A method comprising: 

processing a plurality of transactions between a personal transaction device and 
at least one vendor connected to said personal transaction device (see col 10, lines 60- 
65; col 25, lines 57-62; col 26, lines 23-27); and 
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determining vendor incentives for said at least one vendor (see col 12, lines 5- 
50) and user incentives for a user connected to said personal transaction device (see 
col 9, lines 25-40; col 10, lines 60-65; col 24, lines 20-45) based on each transaction of 
said plurality of transactions (see col 9, lines 29-40). Johnson fails to teach rewarding 
said user for using said personal transaction device. However, Arent teaches using a 
personal transaction device (i.e. digital wallet) to store transactions instruments (i.e. 
credit, debit, e-cash) and coupons in addition to other types of incentives and rewards 
(see Arent col 11, lines 15-30). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time application was made, to know that Johnson 's users 
would use digital wallets to store different payment instruments and incentives or 
rewards, as taught by Arent in order to help issuers have better control over which 
transactions they processed, as digital wallets would be used to store all the information 
necessary to process the most profitable transaction between a user and a vendor. 

Claims 2. 20, 32 and 44, Johnson teaches: 

■ 

The method according to claim 1 , wherein said processing further comprises: 

receiving each transaction of said plurality of transactions (see col 9, lines 30-40; 
col 18, lines 55-67); and 

storing a plurality of user characteristics related to said each transaction in a user 
profile within a user database (see col 18, lines 55-67). 

Claims 3 and 45, Johnson teaches: 

The method according to claim 2, wherein said plurality of user characteristics 
further comprises purchasing preferences of said user (see col 18, lines 55-60). 
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Claims 4 and 46, Johnson teaches: 

The method according to claim 2, wherein said plurality of user characteristics 
further comprises financial information related to said user (see col 18, lines 65-67). 
Claims 5 and 47, Johnson teaches: 

The method according to claim 2, wherein said plurality of user characteristics 
further comprises a transaction history of said user (see col 18, lines 57-60). 
Claims 6, 21 , 33 and 48, Johnson teaches: 
The method according to claim 1, further comprising: 

updating a vendor account within a user database with a predetermined incentive 
related to said each transaction of said plurality of transactions (see col 10, lines 55-60); 
and updating a user award account within said user database with a predetermined 
user incentive after said each transaction is processed (see col 9, lines 30-40; col 24, 
lines 60-67). 

Claims 7 and 49, Johnson teaches: 

The method according to claim 6, wherein said predetermined incentive is a fee 
paid subsequent to each use of said personal transaction device to complete said each 
transaction (see col 12, lines 1-50). 

Claims 8 and 50, Johnson teaches: 

The method according to claim 6, wherein said predetermined incentive is a rate 
charged for purchasing information related to said user and requested by said at least 
one vendor (see col 12, lines 1-50). 

Claims 9 and 51 , Johnson teaches: 
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The method according to claim 6, wherein said predetermined incentive is a rate 
charged for advertising (see col 27, lines 40-60). 
Claims 10, 22, 34 and 52, Johnson teaches: 

The method according to claim 1, further comprising: transmitting said vendor 
incentives to said at least one vendor, if a vendor account stored within a user database 
and containing said vendor incentives is equal to a predetermined vendor incentive 
value (see col 12, lines 1-50). 

Claims 1 1 , 23, 35 and 53, Johnson teaches: 

The method according to claim 1 , further comprising: 

notifying said user through said personal transaction device that said user 
incentives are available, if a user award account stored within- a user database and 
containing said user incentives is equal to a predetermined user award value (see col 9, 
lines 30-40 "award points"). 

Claims 1 2, 24, 36 and 54, Johnson teaches: 

The method according to claim 11, further comprising: retrieving a user profile 
from said user database; adapting said user incentives to said user profile; and 
transmitting said user incentives to said personal transaction device (see col 18, lines 
45-67). 

* 

Claims 13, 25, 37 and 55. Johnson teaches: 

The method according to claim 1 1 , further comprising automatically transmitting 
said user incentives to said personal transaction device (see col 9, lines 30-45). 
Claims 14, 26, 38 and 56. Johnson teaches: 
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The method according to claim 1 1 , further comprising: 

transmitting a message to said personal transaction device describing said user 
incentives (see col 14, lines 40-45); 

receiving a reply message from said personal transaction device, said reply 
message containing a selection of a selected user incentive of said user incentives; and 
transmitting said selected user incentive to said personal transaction device (see col 14, 
lines 40-45). 

Claims 1 8, 30, 42 and 60, Johnson and Arent do not expressly teach: 

notifying said at least one vendor that said user incentives are available, if a user 

> 

award account stored within a user database and containing said user incentives is 
equal to a predetermined user award value. However, Official Notice is taken that it is 
old and well known in the promotion art to notify a vendor or a user of an available 
incentive when said user award account (I.e. points) reached a predetermined threshold 
in order that said user redeems an award. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the application was made, to know that 
Johnson and Arent would notify a user and a vendor when said user's award account 
balance reached a predetermined threshold amount in order that said user redeems an 
award. 

4. Claims 15-17, 27-29, 39-41 and 57-59 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Johnson (US 6,999,943) in view of Arent (US 6,018,724) and 
Kolls (US 6,609,103). 

* 

Claims 15, 27, 39 and 57, Johnson and Arent does not expressly teach: 
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wherein said message prompts said user to select said selected user incentive 
from an incentive list containing said user incentives. However, Kolls teaches that it is 
old and well known in the promotion art to allow users to select earned incentives from a 
list of incentives using a portable device (see col 51, lines 1-40). Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the application was 
made, to know that Johnson and Arent would allow users to select an incentive from a 
list of incentive using a portable device, as it is old and well known to do so, as taught 
by Kolls . 

Claims 16, 28, 40 and 58, Johnson does not expressly teach: 
wherein said message prompts said user to select or decline receipt of said user 
incentives. However, Kolls teaches that it is old and well known in the promotion art to 
allow users to select earned incentives from a list of incentives using a portable device. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that Johnson and Arent would allow users to select 
an incentive from a list of incentive using a portable device, as it is old and well known 
to do so. 

Claims 17, 29, 41 and 59, Johnson does not expressly teach: 
transmitting an incentive list containing said user incentives to said personal 
transaction device; receiving a selection of a selected user incentive from said personal 
transaction device and transmitting said selected user incentive to said personal 
transaction device. However, Kolls teaches that it is old and well known in the promotion 
art to allow users to select earned incentives from a list of incentives using a portable 
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device. Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the application was made, to know that Johnson and Arent would allow users 
to select an incentive from a list of incentive using a portable device, as it is old and well 
known to do so. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-60 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

s 

supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 

number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



00 



Daniel Lastra 



September 12, 2007 




